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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 



1 )l2Sl Responsive to communication(s) filed on 06 October 2004 . 
2a)S This action is FINAL. 2b)^p This action is non-final. 

3)D Since this application is in condition for allowance exceptor formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 



4) |2sl Claim(s) 1^9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 



6) 1X1 Claim(s) 1-9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 8 now require that base material is suitable as a base material of 
an optical fiber for high power laser/light. 

The language "high power" is a word of degree' which is imprecise unless a 
definition or guideline has been set forth in the specification or the term is otherwise well 
known in the art. See Seattle Box Co. v. Industrial Crating and Packing, Inc .. 731 F.2d 
818, 826, 221 USPQ 568, 574 (Fed. Cir. 1984). However, there is no evidence in 
application (nor is Examiner aware of any evidence) that the words "high power" have 
any art-recognized meaning. Nor is there any guidance or definition in the specification 
that would allow one of ordinary skill in the art to understand the meaning of the words 
"high power". 

As to evidence of such compare the "Laser Safety Fact" sheet web page 
(ehs.uky.edu) [which indicates that class IV lasers are high power (>500 mW) but class 
1Mb lasers are intermediate power] with the "Laser Bar-Code Scanner" web page 
(csu.edu.au) [which inicates that class 3b lasers can be "high power"] and US Patent 
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5770473 [which indicates that a "high power" power laser can be as low as 50 mW: 
paragraph spanning cols 1-2]. Still further see the "Laser Focus World" web page 
(lfw.pennnet.com) which states that "high power 15 may have different meanings 
depending on the application. 



Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 4-6 and 8-9 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ishiguro 5217516. 

The preamble is clearly met see col. 1 of Ishiguro (except for the "high power" 
limitation). However, this "high power" is an intended use limitation which does not 
define over Ishiguro 



From MPEP 2111.02 Effect of Preamble: 

PREAMBLE STATEMENTS RECITING PUR-POSE OR INTENDED USE 
The claim preamble must be read in the context of the entire claim. The determination of 
whether preamble recitations are structural limitations or mere statements of purpose or use 
"can be resolved only on review of the entirety of the [record] to gain an understanding of 
what the inventors actually invented and intended to encompass by the claim." Corning 
Glass Works, 868 F.2d at 1257, 9 USPQ2d at 1966. If the body of a claim fully and 
intrinsically sets forth all of the limitations of the claimed invention, and the preamble 
merely states, for example, the purpose or intended use of the invention, rather than any 
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distinct definition of any of the claimed invention's limitations, then the preamble is not 
considered a limitation and is of no significance to claim construction. Pitney Bowes, Inc. 
v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ2d 1161, 1165 (Fed. Cir. 

1999) . See also Rowe v. Dror, 1 12 F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir. 
1997) ("where a patentee defines a structurally complete invention in the claim body and 
uses the preamble only to state a purpose or intended use for the invention, the preamble 
is not a claim limitation"); Kropa v. Robie, 187 F.2d at 152, 88 USPQ2d at 480-81 
(preamble is not a limitation where claim is directed to a product and the preamble 
merely recites a property inherent in an old product defined by the remainder of the 
claim); STX LLC. v. Brine, 211 F.3d 588, 591, 54 USPQ2d 1347, 1350 (Fed. Cir. 

2000) (holding that the preamble phrase "which provides improved playing and handling 
characteristics" in a claim drawn to a head for a lacrosse stick was not a claim limitation). 
Compare > Jansen v. Rexall Sundown, Inc., 342 F.3d 1329, 1333-34, 68 USPQ2d 

1 154, 1 158 (Fed. Cir. 2003) (In a claim directed to a method of treating or preventing 
pernicious anemia in humans by administering a certain vitamin preparation to "a human in 
need thereof," the court held that the preamble is not merely a statement of effect that may 
or may not be desired or appreciated, butYather is a statement of the intentional purpose 
for which the method must be performed. Thus the claim is properly interpreted to mean 
that the vitamin preparation must be administered to a human with a recognized need to 
treat or prevent pernicious anemia.);< In re Cruciferous Sprout Litig., 301 F.3d 1343, 
1346-48, 64 USPQ2d 1202, 1204-05 (Fed. Cir. 2002) (A claim at issue was directed to 
a method of preparing a food rich in glucosinolates wherein cruciferous sprouts are 
harvested prior to the 2-leaf stage. The court held that the preamble phrase "rich in 
glucosinolates" helps define the claimed invention, as evidenced by the specification and 
prosecution history, and thus is a limitation of the claim (although the claim was 
anticipated by prior art that produced sprouts inherently "rich in glucosinolates").) 
During examination, statements in the preamble reciting the purpose or intended use of 
the claimed invention must be evaluated to determine whether the recited purpose or 
intended use results in a structural difference (or, in the case of process claims, 
manipulative difference) between the claimed invention and the prior art. If so, the 
recitation serves to limit the claim. See, e.g., In re Otto, 312 F.2d 937, 938, 136 USPQ 
458, 459 (CCPA 1963) (The claims were directed to a core member for hair curlers and 
a process of making a core member for hair curlers. Court held that the intended use of 
hair curling was of no significance to the structure and process of making.); In re Sinex, 
309 F.2d 488, 492, 135 USPQ 302, 305 (CCPA 1962) (statement of intended use in 
an apparatus claim did not distinguish over the prior art apparatus). If a prior art structure 
is capable of performing the intended use as recited in the preamble, then it meets the 
claim. See, e.g., In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. 
Cir. 1997) (anticipation rejection affirmed based on Board's factual finding that the 
reference dispenser (a spout disclosed as useful for purposes such as dispensing oil from 
an oil can) would be capable of dispensing popcorn in the manner set forth in appellant's 
claim 1 (a dispensing top for dispensing popcorn in a specified manner)) and cases cited 
therein. See also MPEP § 21 12 - § 21 1 2.02. 

The new "high power" limitation does further limit the claim, but it does not define 
over Ishiguro. First, Ishiguro's glass is substantially the same as Applicants, thus it is 
deemed that it has substantially the same optical properties as Applicant. Thus if 



Applicant's base material could be used to make the high power fiber - then so could 



Application/Control Number: 09/770,229 Page 5 

Art Unit: 1731 

Ishiguro's material. Furthermore, it is noted that a "fiber" can cover a wide range of 
diameters. A fiber of a diameter of x, then a fiber with a diameter of 2x would have 4 
times the cross-sectional area -and thus 4 times the power-carrying capacity. Thus 
one could always make a thicker fiber, to carry an even higher power. 



Figure 1 shows both of the forming steps - they occur at substantially the same 
time. 64 are the particles that are accumulated on the un-numbered starting rod so as to 
create the core - everything is free of germanium (col. 7, linel 1-13). 65 is the clad 
which is formed around the core 64. The sintering in a mixed gas to form a Gl type 
refractive index profile with the density increase as claimed is disclosed at in the 
examples (which start at col. 4) - in particular Example 3. There is a gradual density 
increase in figure 5C, because F is the only additive. Since the refractive index 
changes gradually, the F concentration has to also change gradually. 

Claim 2: the examples clearly disclose the concentration of the fluorine gas. As 
to controlling the sintering speed - it is deemed that the control of the temperature 
controls the sintering rate. It is well known that the higher a temperature is, the faster a 
material will tend to sinter. 
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Claims 4-5: The Ishiguro density is clearly recognized in each of the examples to 
be 0.25 gm/cc. 

Claim 6: col. 4, line 62 - corresponds to about 3%. 

Claim 8: Ishiguro discloses using silicon tetrachloride (col. 1, lines 31-32) just like 
applicant uses. It is deemed that there would be as much residual SiCI4 as applicant 
would have accumulated. Since SiCI4 would likely decompose at the elevated 
temperatures, the amount of SiCI4 that is accumulated would necessarily be very 
small. It is reasonable to expect that Ishiguro would also have the very small amount 
because Ishiguro does substantially the same thing that applicant does. Having 
establish a prima facie showing, the burden is now on applicant to demonstrate that one 
would expect different accumulations of SiCI4 in the two processes. 

Claim 9: figure s 5A and 5C disclose such. 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
by Ishiguro 5217516. 

Ishiguro discloses the recognizing of a density: col. 5, line 35, for example. The 
last two lines of claim 3 are inherently met because they are inherent factors. One 
cannot get identical sinterings with vastly different gas contents and speeds. From col. 
4, lines 40-43, it is clear that there has to be a "sintering speed" as defined by applicant. 

Ishiguro does not disclose the two determining steps. It would have been 
obvious to determine the values, because if they are chosen at random, one may not 
get the desired results. As to having the determining steps being "based on" the 
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density: it would have been obvious to perform routine experimentation to determine the 
amount of gas needed and speed needed to get the desired results. The density would 
be an important factor - clearly if the density was very high, not much gas could diffuse 
in. All of the factors that are claimed are inherently interconnected. It is noted that the 
present specification does not set forth a single example as to how applicant recognizes 
the density or determines the gas content and sintering speed. Nor is there any 
indication as to what the claim language excludes. 

Claim 7: Ishiguro does not teach the rate at which the preform is fed (i.e. the 
sintering speed). It would have been obvious to perform routine experimentation to 
determine the optimal speed. 

Response to Arguments 

Applicant's arguments filed 29 April 2005 have been fully considered but they are 
not persuasive. 

It is argued that Ishiguro does not teach the particular use or benefit of claims 1 
and 8. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 



I - 
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compared to the prior art. See In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) 
and In re Otto, 31 2 F.2d 937, 939, 1 36 USPQ 458, 459 (CCPA .1 963). 

It is also noted that the claims do not require a step of actually using a high- 
power laser - thus Ishiguro need not disclose such. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1 191 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, confcct/th/ Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




J^hn Ho 
'rimary ExdMner 
Art Unit 1731 
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